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DETAILED ACTION 

Applicants' arguments, filed 1/22/09, have been fully considered. Rejections 
and/or objections not reiterated from previous office actions are liereby witlidrawn. Tine 
following rejections and/or objections are either reiterated or newly applied. They 
constitute the complete set presently being applied to the instant application. 

Claim Rejections - 35 USC §112- Written Description 

The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
mailing and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 15-19, 25, 26, 29, and 30 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

The first paragraph of 35 USC 112 requires that the specification contain a 
written description of the invention. Accordingly, where a particular compound has not 
been specifically named or "otherwise exemplified", one is left to select from mere 
possibilities encompassed by the broad disclosure, with no guide indicating or directing 
that this particular selection should be made rather than any of the many others which 
could also be made. In re Ruschiq . 154 USPQ 118, 122 (CCPA 1967). As elaborated by 
the court: 
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Specific claims to single compounds require reasonably specific supporting disclosure 
and while we agree with the appellants, as the board did, that naming is not essential, 
something more than the disclosure of a class of 1000, or 100, or even 48, compounds is 
required. Surely, given time, a chemist could name (especially with the aid of a computer) 
all of the half million compounds within the scope of the broadest claim, which claim is 
supported by the broad disclosure. This does not constitute support for each compound 
individually when separately claimed. 

Here, mere indistinct terms (such as aryl, arylcarbonyl, heteroaryl, and 
heteroarylcarbonyl used to define the substitution on R3), do not suffice to meet the 
written description requirement, given such terms may include any multi-ring alkyi or 
hetero systems radical. As such, the limited disclosure at page 8-10 are not sufficient to 
describe the broader genus. 

Claim Rejections - 35 USC § 103 
Claims 15-22, 25, 26, 29, and 30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Matsumoto (US 4,224,326) in view of Beidermann et al (WO 
97/48397). 

Matsumoto teaches immunosuppressive agents are used to treat suppress 
mammalian immune response as a means of treating the auto-immune disease 
rheumatoid arthritis (claims 1 and 9). Note, in Example 27, Matsumoto teaches 
rheumatoid arthritis is an inflammatory disorder where reduction of inflammation is a 
marker of immunosuppressive activity. 

Matsumoto does not teach the immunosuppressive agent instantly claimed. 

Beidermann et al teaches the instantly claimed compound is shown as a 
preferred embodiment at page 82, compound number 259. The function of the 
compounds is disclosed as an immunosuppressant (page 1 first paragraph). 
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Beidermann et al does not teach immunosuppressive diseases to be treated. 

One of ordinary skill in the art would find it obvious to use the compounds of the 
secondary reference in the method of the primary reference because they share 
common immunosuppressant activity with the compounds of the primary reference, and 
thus would be reasonably predicted to provide corresponding therapeutic effects. See 
Daichi Sankvo v. Aptotex . 84 USPQ2d 1285 (Fed. Cir. 2007). 

Conclusion 

No claims allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Benjamin Packard whose telephone number is 571-270- 
3440. The examiner can normally be reached on M-R 8-5 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Frederick Krass can be reached on 571-272-0580. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Benjamin Packard/ 
Examiner, Art Unit 1612 

/Frederick Krass/ 

Supervisory Patent Examiner, Art Unit 1612 



